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StatUS adjustment. See 37 CFR 1.704(b) 9 ' h ' S commun ^ation, even if timely filed, may reduce any 

m Responsive to communications) filed on 14 Novemher ?nnn . 

2a)G3 This action is FINAL own u;, ^ ■ 

• 2t> )U This action is non-final 

Disposition of Claims 

4) H Claim(s) 64and9l,i36 is/are pending in the application. 

4a) Of the above claim(s) is / a re withdrawn from consideration 

5) 13 Claim(s) 91-96 is/are allowed. 
6M Claim(s) 97-/36 is/are rejected. 

7) U Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)0 The drawings filed on is/are objected to by the Examiner 

1_1)D The proposed drawing correction filed on is: a)D approved b)D disapproved. 



12)D The oath or declaration is objected to by the Examiner. 



Priority under 35 U.S.C. § 119 

13)D Acknowledgment is made of a claim for foreign priority under 35 U.S C S 1 1 9(a)-(d) 
a)DAII b)D Some*c)D None of: 

1 •□ Certified copies of the priority documents have been received 

2.U Certified copies of the priority documents have been received in Application No 

See the attached detailed Office action for a list ofthJ certified copieitt received 
14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 1 19(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) U Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 9-00) 



18) □ Interview Summary (PTO-413) Paper No(s). 

1 9) □ Notice of Informal Patent Application (PTO-1 52) 

20) □ Other- 
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DETAILED ACTION 

1. Formal Matters 

A. Amendment F, filed 1 1/14/00, has been entered into the record. 

B. Claims 47-52, 59, 63-67 and 81-1 ,4 were pending in the application. Claims 47-52, 59, 63, 65-67 
and 81-90 have been cancelled and new claim. 1 15-136 have been added. ,, appears from the amendment 
of Paper No. 29 that clatm 64 has been cancelled. However, the Exammer has not been able ,o find the 
amendment which ca„ce IW dn. Cairn, before, clarms 64 w„, be cons.dered pending. Cam* 64 and 
9 1 - 1 3 6 are currently pending in the application. 



C. 



All 35 USC Statutes not cited in this Office Action can be found, 
Office Action. 



cited in full, in a previous 



Withdrawn Objections 

A. The objection to the specification, as stated m the 35 USC 1 12, first paragraph rejection on page 5 
of the Office Action dated 8/10/00 has been withdrawn because Applicants have demonstrated that the 
protem of SEQ ID NO: 12, winch 1S encoded for by SEQ ID NO:l 1, which 1S a partial DNA sequence of a 
human kappa opioid receptor, has utility, such as m the production of chimeric proteins. 



Withdrawn Rejections 

/. Claim Rejections - 35 USC §101 

A. The rejection of all claims under 35 USC 101 have been withdrawn because Applicants have 
demonstrated that the protem of SEQ ID N0.12, which is encoded for by SEQ ID NO.ll, whlC h is a 
partial DNA sequence of a human kappa opioid receptor, has utility, such as in the production of chimeric 
proteins. 
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2 Claim Rejections - 35 VSC § 112, second paragraph 

A. The rejection of all claims under 35 USC 112, second paragraph has been withdrawn smce it 
would be clear to one of ordinary skm ln the art how to determine that the test compound is an agomst. 



Maintained Objections 

dated 8/10/00. 



A. Claim 64 remains rejected for the reasons already of record in the Office Action 



Maintained Rejections 

/. Claim Rejections - 35 USC § 112, first paragraph - lack of written description 

A. Claims 97 and 109 and their dependent claims, 98-102, 110-114 remain rejected under 35 USC 
112, first paragraph and new claims 115-121 and 123-129 are also rejected for the reasons already of 
record on page 6 of the Office Action dated 8/10/00 since they certain subject matter which was not 
described in the specification m such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. Applicants 
were unsure whether this rejection was an enablement or a written description rejection. The Examiner is 
stating that this is a written description rejection. Applicants argue that the specification provides 
sufficient guidance and working examples of less than full-length opioid receptors and indicates the 
coding sequence of SEQ ID NO: 11. 

First, while the specification does give adequate support for less than full-length opioid receptors, 
such as the claimed chimeras, it provides no written description for the full-length receptor encoded for 
by SEQ ID NO:ll, since SEQ ID NO:ll does not encode the full-length open reading frame of a human 
kappa opioid receptor. Therefore, the claims which read, for example, "at least 30 nucleotides of SEQ ID 
NO:ll" would read on the nucleic acid molecule encoding the full-length opioid receptor which 
Applicants were not m possession of at the time of the filing of this application. However, if Applicants 



* 
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« a, «o no, read on „. ^ recep(or ^ ^ m no ^ ^ • • 

withdrawn. 

Applicants can overcome this rejection by amendmg the claims in two 



(a) 



ways: 



(b) 



claims 97-102, 109-121 and 193 no j 

» izi ana 123-129 need to recite for examnl P « , • 

^iic, lor example, ...a nucleic acid 

secuence comptismg a heterologous insert consrsung of 30 congous bases or more of 
SEQ ID NO: 11. . ." 

clam, ,21 needs to be separated into two chums. Th f, r s, claim recting SEQ ,D NO 2 
fine since SEQ ID NO:2 is a M ,,e^ receptor. However, the next clam, needs 

". - polypeptide consisting^ SEQ ,D NO:,2" smC e th,s ,s no, a Ml-lengm open reading 
frame. 



is 

to recite 



2. Cairn Rejections - 35 USC § 11 2, firs, paragraph - scope 

A- Chnms 9,,02 a„ d I09 . 1M remain reJected ^ 3J ^ ^ ^ ^ ^ ^ 

rejecon can be overcome by replacing , he phrase ^ interac , ^ ^ ^ ^ ^ ^ 

B. Claims ,03-. ,4 and ,29-,35 (par, (a)(„ of clam, ,29, remam rejected under 35 USC , ,2. firs, 

paragraph, for the reasons already of record on naee 7 of th. n«- a • , 

y ecora on page 7 of the Office Action dated 8/10/00. Applicants 

have s*,ed ma, me second e Xtra cel,„lar ,oop is necessary for agon,, interaction w,th me Caimed op.o.d 
Apphcants amend me cla.ms to recite the ^fefe^ of me ^ 
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Conclusion 



A. Claims 9 1 -96 are allowable 



37CFR L 136(^) IS MADE ''NAL. Applicant is reminded of the extension of time policy as set forth in 

*e ^X^lTr^^X^ » ire ™ ME M0N ™ «™ 
date of tins final action and the advisory action?™? md led .^"t^™ 0 ^ 0NTHS <* mailing 
shortened statutory period, then the shortened s£hZl r 7 a , *" e ° d ° f * e THREE-MONTH 
■s mailed, and any extension fee pnrsZ ™ °,° *° '""^ ac «™ 

the advisory action. In no event 1™.„„ ^f.. ' ""W W|U ° e calculated from the mailine date nf 
MONTHS from the mailing date oftoi^ final action ""^ ^ ** *** 

expire later than SIX 



Advisory information 

M0 ^ » *» ™ (BastemS S ^ZS'S 

can be IS",^^"'' * " "™ M > *• Exami-s superior, Gary Ku„ z 

^«taSS^^t[^3SSi ,B (7 ° 3) 308 " 4242 FM dra " « communications 

'—e^^ « P— g should he 

Robert Landsman, Ph.D. 
Patent Examiner 
Group 1600 
January 29, 2001 
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